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•Distinguishing features of US Patent system:

•First inventor to file with grace period

•Applicants are the inventor(s), and company or university

•Overview of US Patent Office climate

•Common pitfalls for startups and universities:

•Missing the boat on IP protection

•Letting your patent sink with the inventorship

•Creating the joint venture nightmare scenario

US Patent System & Common 

Pitfalls
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IP Umbrella

•IP protection can come in various 

forms:

•Trade secrets

•Copyrights

•Trademarks

•Patents

•Licensing
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IPR Review Process
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Innovation Process: From Napkin to 

Airplane

Innovation Process: From Napkin to 

Airplane
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Employer versus Employee Ownership

OwnershipEmployee Employer

Work

Related

Not Work

Related
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Employer versus Third Party Ownership

Ownership3
rd

 Party Employer

Contract

Related

Not Contract

Related
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•Inventorship:

•Person(s) that created the invention must be first and true inventor(s)

•Researcher(s), student(s), employee(s) or individual(s)

•Can assign, sell or license rights to invention

•Historically used to raise revenue other than from taxation and to grant 

limited monopolies to spur innovation and with the innovations entering 

the public domain thereafter

•Ownership:

•Can be by Government, university, company or individual

•Government, university or company can include duty to assign

•Government, university or company can give award and/or royalties to 

inventor(s)

Difference Between Patent Inventorship & 

Ownership
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•Initial IP Creation:

•Inventor(s) should keep lab notebooks

•Inventor(s) should disclose inventions prior to employment 

•Duty to assign and awards and royalties should be included in 

employment/research contracts

•Filing for Patent Protection:

•Inventor(s) must be named, and any applicant(s) (Government, 

university, company) should also be named

•Assignments should be filed with or shortly after filing

•Patent Licensing & Utilization:

•Freedom to operate & innovation analysis, portfolio development & 

monetization strategies should be conducted 

Patent Inventorship & Ownership Considerations
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•University Sponsored:

•University is assignee with awards and/or royalties to 

researcher(s) and/or student(s)

•Many researchers go to private companies for better 

salaries, awards and/or royalties 

•Government Sponsored :

•Government is assignee with awards and/or royalties 

to employees

•Many employees go to private companies for better 

salaries, awards and/or royalties

University and/or Government Sponsored 

Innovation
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•Multi-University Sponsored:

•Universities are cross-licensees with respective awards and/or 

royalties to researcher(s) and/or student(s)

•Complex agreements required to capture terms for cross-licensing

•Public Sponsored :

•Government is assignee with awards and/or royalties to inventor 

employee(s)

•Simple work agreements are employed to capture terms for awards 

and/or royalties to inventor employee(s)

•Private Sponsored :

•Company is assignee with awards and/or royalties to inventor 

employee(s)

•Simple work agreements are employed to capture terms for awards 

and/or royalties to inventor employee(s)

Multi-University and/or Public and/or Private 

Innovation
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The Ultimate Ownership Problem: IPR Ownership 

in Space
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•Independent Inventors:

•Typically do not have funds for patent protection

•Typically are unsophisticated

•Typically are not served by law firms

•Typically are not able to monetize their patents

•SMEs:

•Typically do not have sufficient funds for proper patent 

portfolio development

•Can be unsophisticated

•May not be attractive to law firms until profitable

•Typically have little negotiating power with large corporations

•Typically are competing with other SMEs

Key Inventorship & Ownership Factors for 

Independent Inventors & SMEs
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•The Inventor:

•Invents a novel innovation that requires help from a third party for 

designing, building and/or prototyping 

•Is unsophisticated with respect to joint development contracts

•Enters a joint venture without a written contract specifying IP 

ownership

•The Third Party:

•Provided services to inventor for designing, building and/or 

prototyping 

•May be sophisticated with respect to joint development contracts

•May file patents for IP ownership based on services provided to 

inventor for designing, building and/or prototyping

How to Make Inventorship Work or Not Work: 

Case Study: Creating the Joint Venture Nightmare 

Scenario
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Case Study: Letting your Patent Sink with the 

Inventorship

•The Inventor:

•Does not keep a lab notebook

•Goes to a third party (e.g., machinist, software developer) to 

manufacture a prototype

•Tries to patent and claim novel features suggested by third party

•The Third Party:

•Manufactures the prototype

•Suggests novel features to the inventor

•Third party must be named as co-inventor

•Third party has ownership in patent
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Case Study: The CEO, The Thesis Advisor & The 

Inventor

•The CEO:

•Lists themselves as sole inventor on all patents for company

•Has no technical background

•Inventorship must be corrected to list proper inventorship

•The Thesis Advisor:

•Lists themselves as co-inventor on patents of student

•Did not contribute novel features for invention

•Inventorship must be corrected to list proper inventorship

•The Inventor:

•Is not the true inventor

•Lists themselves as inventor

•Patent is not valid based on fraud on the patent office

This Photo by 

Unknown 
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Case Study: Ownership Chain of Title

•The Chain of Title:

•The first link in the chain is the inventor(s)

•The chain must be unbroken in time from inventor to 

subsequent assignees

•One cannot assign what one does not own

•The Inventor:

•Can assign or may have a duty to assign their invention

•Assignment must be in writing, executed and recorded

•The Assignee:

•Can assign to third party

•May impose a duty to assign from inventor

•Assignment must be in writing, executed and recorded
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•Rush to get money:

•Inventor needs the patents to get the money and the money to 

get the patents 

•In a rush to get funding may disclose or offer invention for sale 

violating absolute novelty

•US has a one-year grace period from public disclosure or offer 

for sale of the invention

•Loose lips sink ships:

•Inventors and SMEs should file provisional patent applications 

before any offers for sale or public disclosures of the invention

•Inventors and SMEs should require NDAs before any offers for 

sale or public disclosures of the invention

•Inventors and SMEs should only provide information on a 

“need-to-know” basis with respect to any offers for sale or public 

disclosures of the invention

Case Study: Missing the Boat on IP Protection
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New Inventorship & Ownership Models: OU812 

Open Innovation Engine

U.S. and PCT patents and applications pending.
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OU812 Open Innovation Engine

U.S. and PCT patents and applications pending.
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OU812 Open Innovation Engine: Case Study: From 

Greenhouse to Skyscraper

U.S. and PCT patents and applications pending.
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Case Study: From Greenhouse to Skyscraper
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Inventorship & Ownership Summary

INVENTORSHIP OWNERSHIP

UNIVERSITY Researchers/Students are inventors
University is assignee, researchers/students 

get awards and/or royalties

GOVERNMENT Employees are inventors
Government is assignee, employees get 

awards and/or royalties

SME Employees are inventors
Company is assignee, employees get awards 

and/or royalties

SOLE INVENTOR(S) Individuals are inventors Individuals own all rights

COMPLEX MIX
Researchers, employees and/or individuals 

are inventors

University, Government, Company, 

Individuals are assignees and researchers, 

employees and/or individuals get awards, 

royalties and/or sole ownership

OU812 OPEN INNOVATION
Researchers, employees and/or individuals 

are inventors

Researchers, employees and/or individuals 

are assignees and University, Government, 

Company and/or Individuals get royalties 

and/or partial ownership
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Innovation Searching
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Innovation Analysis
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Thank you!
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